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I. Real Party in Interest 

The real party in interest in the present application is the inventor, Rabbi Joseph Teller. 



II. Related Appeals and Interferences 

There are no appeals or interferences currently known to appellant or appellant's legal 
representative which will directly affect or be directly affected by or have a bearing on the Board's 

decision in the pending appeal. 



III. Status of Claims 

Claims 1-12 and 21-33 are pending in this application and are the subject of the present 

appeal. 

Claims 13-20 were withdrawn pursuant to the Examiner's election requirement 
A copy of the claims on appeal are presented in the attached Appendix. 



IV. Status of Amendments 

No amendments have been filed subsequent to final rejection. 



V. Summary of Invention 

The present invention is directed to new methods for preparing Jewish religious scrolls, 
articles that are meant for religious use and are subject to the detailed requirements of Jewish law. 
In one embodiment, such religious scrolls are created on animal parchment using a method that is 
intended to be simultaneously hoth automated and by hand. Further claims reciting methods using 

1 
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A screerJng, ***** or he* — * - so for*, are provided -11.- «- 



further detail below. 



VI. Issues 



Whether Claims 1-6, 27 and 31 are patentable, or whether they are 



obvious under 35 U.S.C. 



§103(a) over "applicant's disclosure of the prior art in view of Erickson". 

Whether Claims 7-8 are patentable, or whether they are obvious under 35 U.S.C. 8103(a) 
over "applicant's admission of prior art in view of Erickson, as applied to claims 1-6, and further in 

view of Churchwell". 

Whether Claims 1 -6, 27 and 3 1 are patentable, or whether they are obvious under 35 U.S.C. 
§103(8) over "applicant's disclosure of the prior art in view of Erickson". 

Whether Claims 8-10 are patentable, or whether they are obvious under 35 U.S.C. § 103(a) 
over ''applicant's admission of prior art in view of Erickson, as applied to claims 1-6, 27 and 3 1 , and 

further in view of Dunson". 

Whether Claim 11 is patentable, or whether it obvious under 35 U.S.C. §103(a) over 
"applicant's admission of prior art in view of Erickson, as applied to claims 1-6, 27 and 31 above, 

and further in view of Hackett". 

Whether Claims 12, 29 and 32 are patentable, or whether they are obvious under 35 U.S.C. 
§103 over "applicant's admission of prior art in view of Erickson, as applied to claims 1-6, 27 and 

31 above, and further in view of Libby". 

Whether Claims 2 1 -22, 26. 28, 30 and 33 are patentable, or whether they are obvious under 
35 U.S.C. §103(a) over "applicant's disclosure of the prior art in view of Erickson". 
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Whether Claims 23-25 are patentable, or whether they are obvious under 35 U.S.C. §1 03(a) 
over "applicant's admission of prior art in view of Erickson, as applied to claims 1-6, 27 and 31 



above, and further in view of Churchwell " 



VIL Grouping of Claims 

Pursuant to 37 C.F.R. §1 .192(c)(5), Applicant submits that the claims fall into the following 

groupings: 



Group 1 



Group 2 



Group 3 



Group 4 



Group 5 



Group 6: 



New Method for Creating a Jewish Religious Scroll 
That Is Simultaneously Automated and by Hand: 
Claims 1-5 

New Method for Creating a Jewish Religious Scroll 
Using a Silk Screening Process Applied to Kosher 
Parchment: Claims 6, 1 1, 21 

New Method for Creating a Jewish Religious Scroll 
Using Ultraviolet or Heat Sensitive Inks: Claims 7-1 0, 
23-25 

New Method for Creating a Jewish Religious Scroll 
on Kosher Parchment with Attached Crowns: Claims 
22, 27, 28, 33 

New Method for Creating a Jewish Religious Scroll 
Using Sirtut: Claims 12, 29, 30, 33 

New Method for Creating a Jewish Religious Scroll in 
Ritual Manner: Claims 26, 31, 32, 33 



Each of these groups are separately patentable from the others. Within each group, the claims 
stand or fall together with respect to the patentability of the subject matter claimed therein, due to 
to the particular limitations recited as summarized above, and further discussed below. 
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VIIL Argument 

A. Various References of Record Have Not Been Shown to Qualify As Prior Art 
Previously, the claims were all rejected based upon an article dated March 8, 2000 in Dei'ah 
ve Dibur ("the Dei'ah ve Dibur article"). In his responses thereto, Applicant objected to the use of 
the Dei'ah ve Dibur article as not being prior art. The Examiner subsequently so acknowledged, and 
does not further rely upon it. As a result, other than using "applicant's own disclosure", the claims 
stand rejected based upon the following remaining references: 

(1 ) Erickson (U.S. Patent No. 3 ,532,052); 

(2) Churchwell (U.S. Application No. 2002/0100387); 

(3) Dunson (U.S. Patent No. 6,470,800); 

(4) Hackett (U.S. Pat. App. No. US 2001/0031335 Al filed Dec. 18, 2000); and, 

(5) Libby (U.S. Patent No. 5,045,378). 

Of thesereferences, Churchwell is also not prior art. Likewise, an adequate showinghas not 



been made that Dunson or Hackett qualifies as prior art. 



/. Churchwell is Not Prior Art 

Applicant has a priority date of February 23, 2000 based upon his U.S. Provisional 
Application Serial No. 60/1 84,258 filed February 23, 2000. Churchwell has a nonprovisional filing 
date in January 2002 and a provisional filing date in January 2001. 

This demonstrates that Churchwell is not prior art to Applicant Applicant filed in February 
2000-i.e.almostayearbeforgChurchweU. Applicant is prior to Churchwell, and not the other way 
around. Accordingly, itis respectfully subrrdtted that the Churchwell reference should be withdrawn 
from consideration and that the rejections of claims 7-8 and 23-25 based on Churchwell in 
combination with Erickson should be reversed. 
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2. Dunson and Hackett Have Not Been Shown to Be Prior Art 
The disclosure of the Dunson reference being relied upon (U.S. Patent No. 6,470,800) has 
a nonprovisional filing date of June 2000. The disclosure of the Hackett reference (U.S. Application 
No. US 2001/0031335 Al), has a nonprovisional filing date of December 18, 2000. Both the 
Dunson and Hackett nonprovisional applications were filed after Applicant's priority date of 
February 2000. 



It should be noted that Dunson and Hackett (unlike Churchwell) each claim priority to 
provisional applications in 1999. However, the rejections were based upon the dislcosures of the 
Dunson and Hackett patents, whose disclosuresreproduce the nonprovisional applications filed after 
Applicant. For rejections to be issued based on the provisional applications, it is submitted that any 
relevant disclosure being relied upon needs to be shown in the provisional apphcation. No such 
showing has been made. It is very common for nonprovisional applications to have new disclosure 
that was not in the provisional. It cannot be simply assumed that the information relied upon was 
also in an earlier document, particularly since that is often not the case. 

As a result, it is submitted that it is improper to rely upon Dunson or Hackett, unless the text 
of the provisionals is provided and relevant pages (if any) are referenced so that Applicant has the 
ability to respond thereto. Applicant reserves the right to comment on any such contents and/or to 
antedate those references if it turns out that there is any relevant subject matter therein, but would 
need for them to be produced and particular disclosure cited to do so. Otherwise, Applicant is 
improperly being forced to treat provisional documents as prior art without any evidence that they 



so 



qualify, and is forced to comment on the contents of documents not in the record. 
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rcj ec*on of clahnsS-l. ^ onthose—s *— *- - ^ M 

§103 

, _ 0 <- rt „rt has stated in its well-known and landmark 
With respect to obviousness, the Supreme Court has stated 

Graham decision as follows: 

t i nA-- s 1 03 the scope and content of die prior art are to be 
a4te^ed dl^n^etween the prior art and me chums at ,ssue 
~atrLed;andtheleveloford^ 

be patented. As indicia of obviousness or nonobviousness, these 

inquires may have relevancy. . . 
Or**™ v. Jokn Dnre, 383 U.S. 1. 148 USPQ 459 (1966) (emphasis added). Here, 
rcspect * fte scope and content of.be prior art, the reievant field is the art of preparing a Jewish 
^ scroU. the only field to which these claims pen*. « * *• *- «» 

claims must be analyzed and evaluated. 

The field of preparation of Jewish religious scrolls' involves extremely detailed laws and 
traditions set forth in many volumes of legal texts codifying and analysing the many nuances of 
J^shlaw.'mdrfe^ 



• A Jewish religious scroll is defined as a Torah, Tefillin, or Megillah, three different 
ancient types of scrolls used in Jewish religious observance. 

- » in fact, it is beyond the ability of the Patent Office to ^f^^^ 
comport with these laws, i.e. whether they are to be deemed kosher under the applicable 

6 
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artbe given its due we* to detennine whetirer - — wouldbe obvious m on, of ordinary 
slcili in -ha, art. •The perspective from which these [Graham] Mings - tnade, as wei. a, the 
ultimate question of obviousness, is ,Ha, ofa^on UUizimiUX^ 
(emphasis added herein). S,, Oa-Utoc*.*-*—* * 
Inc 45 F.3d 1550, 1555 (Fed. Cir. 1995). 

There is no evidence in *. record that one of ordinary ski., JaJMUt has ever taugh, or 
suggest a metbc4 for preparation of a Jewish religious serol. on animal p—, which is 
dmultaneously both automated and by hand. Nor would it be obvious to do so. 

There are various reasons for una. For example, under Jewish law the scroll g* be 
handwritten. Machine printing of a scroi. is entirely unacccpnrble. In the, any scroll produced by 
machine is deemed completely invalid for ritual use under Jewish law. 

,n view of this very snict religious consequence, it appears mat those of ordinary skill in mis 

hand. This is likely because a»K>m«ed scrol! production is normally associate with productionby 
raacbine. Applicant, an ordained Orthodox rabbi, is apparently the fust to conceive that a method 
might he developed in this art which constitutes production by hand, but is nonetheless somehow 
automated. This would allow one to more rapidly fulfil! tie stringent and unstable Jewish legal 
recrements for handwriting, while still somehow increasing the speed of scroll production. 

Yet, even after conceiving thas such a method might potentially be possible. Applicant still 
had to engage in research and development to achieve the scrolls of the invention. This was due to 



regulations set forth for scores of generations. Rather, that is a matter for rabbinical and 
scholarly debate. 

7 
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Si 



the speed of hand writing of the scroll is itself potentially problematic by its very nature. For 
example.oneofthe^ 

contact on the scroll, even by accident. If even a single slight smear of ink or error does this - 
anywhere among the many thousand, of letters on the scroll - the full scroll is totally invalidated. 
It would be expected that a method which uses handwriting but automates or speeds it up would 
increase the risk of such accident, Such a method would therefore tend to be avoided, as such an 
occurrence would invalidate the entire scroll, which traditiormlly has b^en associated with long work 
over weeks, months or years. Thus, within this field, where the inquiry must be directed, this is all 
evidence that an invention such as Applicant's would be avoided. 



C. The Long Felt Need for this Invention is Further Evidence of Non-Obviousness 
It is further notable that the laws and traditions governing the preparation of these scrolls are 
very rigorous and go back for literally thousands of years. The traditional processes are very time 
consuming, and result in scrolls which are extremely expensive. A Torah scroll, the most lengthy 
of the three scrolls, usually costs tens of thousands of dollars, and is usually more expensive than 
many automobiles. 

However, at the same time, Jewish law provides a requirem ent for those bound by it to write 
meirown scroll-some^^ 

so. Previously, no one appears to have adequately met this need or conceived of a means to do so 
in th. saveral millenia that these scrolls have been produced. Applicant is believed to be the first 
to have met this long felt need. 



8 



PAGE 12128 * RCVD AT 1/23/2006 11:27:43 PM [Eastern Standard Time] • SVR:USP70-EFXRF-6/27 * DNIS:2738300 * CSID:1 718 859 3044 • DURATION (mm-ss):06-02 



Jan 23 06 1 1 : 30p 



COHEN 



1 -718-853-3044 



p. 13 



Objective evidence of this nature must be considered and given its proper due toward the 
consideration of non-obviousness. Glaverbel, 45 F.3d at 1555; Stratoflex, Inc. v. Aeroguip Corp. 
713 F.2d 1530, 1538-39 (Fed. Cir. 1983) (evidence of secondary considerations must be considered 
and may be the most probative evidence in the record). That this long felt need has only now been 
metfor me first time in such an extensively long period is extremely significant evidence of the non- 
obviousness of the present invention. 



D. The References of Record Do Not Even Relate to the Subject Matter of Claims 1-5 
Claims 1-5 are directed to a method for preparing a Jewish religious scroll on kosher 
parchment with a human hand, wherein the placement of text is automated such that multiple letters 
are placed onto the parchment ^ » movement of the human hand . Under the applicable 
legal standards, it is submitted that all of the inventions of claims 1-5 are patentable. 

These claims were rejected under §103(a) based on "applicant's disclosure of the prior art 
in view of Erickson". However, in so doing, applicant's disclosure is being used improperly. 
Outside of Applicant's disclosure of his invention, there is absolutely no evidence of record that 
Erickson pertains in any way to the centuries of prior art regarding preparation of Jewish religious 
scrolls.' Plainly, the methods and practices in Erickson have nothing to do with preparation of these 
scrolls, and conversely, the methods and practices in the prior art of this field for thousands of years 



3 Erickson pertains to silk screening, but as the language of the claim demonstrates the 
claim does not relate to the field of silk screening. Experimentation with and modification of, 
silk screening technology was ultimately part of Applicant's soluuon, but there has been no 
Lowing that it had bearing od the field of these scrolls before Apphcant's mventwe efforts. It 
w£ part of Applicant's invention that he thought to do so, departing from the accepted teachings 
and expectations of his field. 
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have nothing whatsoever to do with Etickson. There is simply no teaching or suggestion which 
would lead one to combine the two. The only basis for this is Applicant's disclosure, but reliance 
upon it is impermissible by law. See, Inre Vaeck, 947F.2d488, 20USPQ2d 1438 (Fed. Cir. 1991) 
("The teaching or suggestion to make the claimed combination and the reasonable expectation of 
success mast both be found in the prior art, not in applicant's disclosure") (emphasis added). 

In fact, while Erickson was cited on the grounds of obviousness, it (like the other references 
being relied upon), is not even analogous art. To be analogous, the art must either be in the field of 
applicant's endeavor or, if not, must be reasonably pertinent to the particular problem with which 
the inventor was concerned. See e.g., MPEP 2141.01(a) (8* Ed., Rev. 2 May 2004), citing, In re 
Oeiiker, 977 F.2d 1443, 1446 (Fed. Cir. 1992). Erickson is not in Applicant's field of endeavor - 
the preparation of Jewish religious scrolls. Nor did it have any reasonable pertinence to the issues 
involved with the preparation of such scrolls before Applicant developed his invention. Only after 
Applicant's research and development to develop his method would one look back and allege 

t 

Erickson's relevance. There is no evidence that prior to Applicant's disclosure, one of ordinary skill 



in the art would have considered Erickson to have any pertinence to this field. 

Likewise, it must be emphasized that it is the subject matter of the claims which must be 
shown to be obvious, and not the generalized discussion in the disclosure. Erickson does not appear 
to have any suggestion pertaining to the actual elements recited in the claims. Erickson has nothing 
to do with a method for preparing a Jewish religious scroll. It also has nothing to do wilh the 
problems associated with printing on kosher anlmul parchment an unusual substrate material. 

Likewise, while Erickson was cited because it teaches silk screening, claims 1 -5 do not claim 
silk screening. They claim a method which is simultaneously intended to be by hand and automated 



10 
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onto this unique substrate. Claim 1, for example, is directed to a method which is specifically 
automated such that 1) multiple letters are 2) placed on said kosher parchment 3) with a single 
movement of the human hand; and 4) without any two letters coming into contact Erickson does 
not appear to have any discussion or suggestion regarding combining or attempting to achieve these 
four objectives. 4 



In fact, even the Examiner himself initially recognized that such claims must be read in view 
of their field, and based thereon originally held such type claims to be patentable. In the Office 
Action of May 1 4, 2002 in the parent application (Serial No. 09/792,474). the Examiner found that 
claims of this nature presented allowable subject matter. As the Examiner ruled: 

"Claims 1-12 have been indicated as containing allowable subject 
matter because the prior art of record does not disclose or teach the 
method of preparing a Jewish religious scroll including the steps of 
placing text on the parchment with a human hand such that the 
placement of the text is automated in order to produce a kosher 
religious scroll." 

See, U.S. Patent Application Serial No. 09/792,474, Office Action of May 14, 2002 at page 4. No 
evidence in the field of Jewish religious scrolls anticipating or making the claims obvious was found 
by the Examiner, and thus, the initial claims were found to be allowable. (The only objections to the 
claims were minor informalities, in which minor revision was required to provide proper antecedent 

basis). 



4 Moreover even if these claims had recited silk screening (which they do not), the 
problems and issues associated with preparation of a religious scroll would lead one away from 
the use of silk screening, as discussed in Section V1ILE below. 



11 
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This holding of allowability was withdrawn, however, in the present continuation. It is 

believedthattheExa^^ 
perspective.andthe^^ 

and the remainder listed above. But it is respectfully submitted that such a general^ belief does 
notre pl ac,theneedtoe^ 

skill in the particular art to which the invention pertains. 

Nor should such an about-face have been lightly undertaken. See, MPEP §706.04 (8* Ed., 
Rev. 2 May 2004) (Great care should be exercised in authorizing rejection of a claim previously 
noted as allowable). In fact, the Examiner's initial instinct was correct: the field of claims 1 -5 is the 
ancientartofpreparationofJewishreligious scrolls, and within that field, the claim is entirely novel 

and nonobvious. 



E. Erickson Also Does Not Teach or Suggest the Subject Matter of Claims 21-33 
Claims 21-33 were rejected under §103 using Erickson as the primary reference in 
combination with "applicant's disclosure of prior art" (and using various other references for certain 
dependent claims). It is respectfully submitted that Erickson does not teach or suggest the subject 
matter of these claims; on the contrary, the evidence of record fully indicates that the invention is 
non-obvious. 

To establish *prima facie case of obviousness, three basic criteria must be met. See, MPEP 
§2143 (8* Ed., Rev. 2 May 2004). First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. Second, there must be a reasonable 

12 
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* o i.pff>rf>nces when combined) must teach 
expectation of success. Finally, the prior art reference (or references when 

or suggest all the claim limitations. 

The Examiner has failed, however, to meet these requirements. 

For the flrs, reoui-ment, me suggestion or motivation must he in the reference themselves 
« in the k»ow>edge generally available to one of ordinal ski,, in the art. No such suggestion or 

of the Claims, or to — me references. The oniy suggestion is based in App.icanfs disclosure 
which is not relevant a* In re M °47 F.2d 488 (the teaching o, suggestion must he found m 

tbe prior art not applicants disclosure). 

Equally, the Examiner is treating the d*. as if me, were merely reciting the siik 

screening of a dolmen,, and then rejecting the churns on tite ground ft* «. -* — «-> 

* • -^r^r fnr the claims are not directed to just any 
document is obvious. But that treatment » improper, for the clatms ar 

cccumem, they are directed to the very special^ article recited in the claim. Jewish religious 
scrolls are notius. "any • doeumen. They have urdoue and very stiingen. specifications with respect 
, their composition, their suture, and their preparation. The - of the — have meaning, 

for such articles could be compile with a sifc screening method, and i, was Applicant's 
development of a means to reconcile tbe two which constitutes invention. 

Nor has any such suggestion or motivation to do so been shown in the knowledge of those 
ordinary till in this art. In tius art, and from the perspective of one of ordinary skill, no one has 
previously recogni^moenru^^^ 
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while 



obviousness. 



Si,k screening is a very oid process, which ha, been — «- « " 

„ years. Some have traced .his process hack - China and Japan as fer back as 960 - 12S0 
C E Likewise, the preparation of Jewish religious scrolls is an ancient process, dating back several 



thousand years. 



There has been an extensive period of co-existence 



between the two processes. Yet, no prior 



„, to br*n found referring ,0 any suggest in that enure period to prepare these religions 

even attempt to do so. No. even one. prior art reference has been 



scrolls using silk screening, or 



obvious, it would not have 



found so teaching or suggesting. If the subject of these ciaims was so 



of non-obviousness. 



The Examiner has also no. shown any evidence of a reasonable exportation of success. 
Bather, the evidence of record shows the very opposite. 

As discussed, a Jewish religious scroll must be prepared pursuant to the very stringent and 
me uculo„s recrements of Jewish law (.he Halakha). Pursuant to these laws, the crerfon of a 
koshe, Jewish religious scroll requires «. placement of numbers of closely spaced Hebrew 



• .n feet, whether this is possible is still -!««-^ £TpSS E 
Yet, me rabbinical *££ f^TuXi was 



obvious 

certainly be found that it was not so. 
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contact with any other letter on the scroll. 

A! . ^ one of ordinary skill in to art would be expect to avoid using * screening 

t0 „,ake these scrolls. Printing using -* — *° ° f ^ W ^ ^ 

through the holes of the silk screen and is absorbed into the substrate. 

s ,igh«y expand or spn=ad. But if a ,c«er spreads slightly this can occasionally result » a 
^^.^.^^^^^'^'^^'^ 

letKrs regular,, ending above and beiow the line toward each other. ». **■ 
Application a. Figure 2, line 3, the seven* letter from the **■ ™» i, -so a prob.cn. in vow of 
the manner in which the letters of these scrolls are tightly packed together. Id 

„ view of the manner in which the scroll leuers arc ugh. packed and are sutured, the 
o^er in which ink normally spreads through the silk screen pores and onto the sobstru* during 
slik weening, and the regions principle reading *e absence of even a single accidentia! conta* 
one of ordinary skiu wouM not be favorably disposed to iook toward the silk screen process* create 



these scrolls. 



In the case 



of the longest scroll for example (a Torah scroll), it is necessary that over 



300,000 



ietters be placed onto parchment by hand for each and every complete scroll produce* without a 
single letter ever bleeding, spreading, smearing or extending Wo another. K any par, of even - 
letl er of the hundreds of thousands count* another one for any reason, the entire scroll becomes 
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development of - — , a problem which - - be overcome using specialized * - 

which contradicts *= ^™ of reasonable expectation of success. 

K Ua torel eva rt ^»co m po rtWi <h J e WiS b 1 a W a J e™sh K U S iou SS cro. lmM .bep>^ 

;o a, claim One can not simply assume success on the 
on kosher animal parchment, as recited m the claim. One can 

composition of this unusual — — - * — « ^ " -* *" 

_ .i... smenina would be successful to apply letters 
Ihe least bit of guidance or reason to expect that sl lk screening wouia 

onto the particular material required by the claim. 

One cannot just treat the claim as it this requirements is absent - every claim .imitation has 

Mul d he success*!* conduced on kosher animal parchment, ignoring Oris very specie element 
claimed invention, paHicOarl, in view of the spreading issues thathad to be avoided and the 

religious principles that had to be met. 

_ . Tj^hiT^ler had to deal with and solve. Research and 
These were all among the issues Rabbi Tester naa 10 acai w 

experimentation was necessary to determine whether dr. rnemod of the invention could he 

that had to be addressed . 

Furmennore.fcear.ci^bytheE™^^^ 
mention. Erickson in a defciled discussion of prior art acknowledges some of the various 
difficulties associated with using silk screens. In one method, for example, one must be "caren.1 to 
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difficulties associated — • ta ° M ^ f ° r "° ^ """" " 

imhed to silk toeads .o a uniform depth in aU areas so to. a contac. surface of uniform «— 

Erickson, Col. 1 lines 3M1 As W above, tot ink could run on to product is contrary to 
the essontial requirements of a religious scro... I*—, he *ates to. ~to mere ac, of bedding 
cause disunion of to emulsion so to, to image or art wo* is not necessarily to sane 
shape as i, was originally made." Erickson, Col. 1 lines 6.-68. This is also contrary to to 
religious requiremen«s to. to Hebrew letters must be of very particntax and unambiguous shape, 
Erickson further indices to. "[i]t is also apparent to, to problem of placing ar,d adhering of parts 
of to tawge or art wo* to to screen; such as a snud. period, a do^ . thin line. . small letter or 
5 hapes.andingbytelfpres« B vervseriousdi £B culues." See, Erickson.Col. 1 linesol-68. Having 
reviewed Erickson's comments, one wouid no. be favorably inclined toward using a silk scree, for 
. scroll explicit., requiring to placemen, of monsands of dose* spaced small letters. As to 
currcn. art sull uses porous screens, even Brickson's own anemp. • improve upon to art would no. 
...... .... of one of ordinary skill regarding these numerous issues. 



With respect to to third requirement for * prima facie case, it is necessary to. to prior art 
reference (or references when combined) must Bach or suggest all the claim limitations. Vet. other 
tonby using Applicant's disclosure and perspective torem, no reference or combination thereof 
has been uncovered or cited by to Examiner with any teaching or suggestion at ail regarding silk 



screening 



onto kosher parchment, as required by the claim. 
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The Examiner has heavily relied upon applicant's disclosure to overcome these various 
defects in the art of record and in the three elements of a prima facie case. But that reliance is 
improper. The Federal Circuit has stated that the teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the prior art, and not 
in .p pl.VW* disclosure . In re VaccK 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). It is 
respectfully submitted that the Examiner has not met his burden to so demonstrate. 



It is also noteworthy that as previously discussed, it has been highly uncommon for most 
religious Jews subject to the requirement to prepare their own scroll to actually be able to do so. In 
the past, the specialized knowledge and experience of a trained scribe have been needed to prepare 
these scrolls, something which most observant Jews do not possess. 

The fact that those subject to this law have been unable to directly fulfill it 4 despite a binding 
religious requirement to do so, demonstrates that there has been a long felt need for an invention of 
the sort developed by Applicant, which affords most individuals the ability to write portions of these 
scrolls (or an entire scroll), without being a scribe, fulfilling the religious precept in a manner which 
to Applicant's knowledge has never been done before. That this long felt need has only now been 
met for the first time is further strong evidence of the non-obviousness of these claims. Glaverbel, 
45 F.3d at 1555, Stratoflex. 713 F.2d at 1538-39. 



6 This has resulted in other means by the individual of attempting to fulfill this law, 
which do not involve actually writing a scroll by oneself. 
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In summary, the pending claims are directed toanewmethod for printing religiously sacred 
scrolls which have very specific and exacting requirements. These Jewish religious scrolls are s»i 
generis - they are objects in a class of their own. No one is believed to have previously attempted 
or succeeded at the method of the claims. That Applicant is the first to have accomplished this in 
several thousand years of this art is compelling evidence that his invention is non-obvious. 



F. Claims 7- JO and 23-25 are also Patentable 

Claims 7-10 and 23-25 are directed to the claimed methods of the independent claims, with 
the further use of ultraviolet and heat sensitive inks on a Jewish religious scroll. 

Claims 7-8 and 23-25 were rejected based on Erickson in view of ChurchwelL However, 
Churchwell is not prior art to the invention as discussed in Section VH1.A.1 above, so mat rejection 
should be withdrawn. Claims 8-10 were rejected based on Erickson in view of Dunson, but no 
adequate showing has been made that Erickson qualifies as prior art, so that rejection should also 
be withdrawn. 

Furthermore, as noted the teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, not in applicant's disclosure. 
/« re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed Cir. 1991)." No such showing has been made. 
In fact, these inks are a non-obvious departure from the inks traditionally and consistently used in 
the preparation of Jewish religious scrolls. There is simply no evidence of anyone ever having 
previously used these types of inks in this context. This preferred embodiment is claimed since, over 
the course of research and development, Applicant needed to turn to the use of such special inks to 
overcome the spreading problem discussed above. 
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a The Claims of Groups 4, 5 and 6 are also Patentable 

Group 4 (claims 22, 27, 28, 33) relate to a method on kosher parchment with attached 
crowns. Group 5 (claims 12, 29, 30, 33) relate to a method for creating a Jewish religious scroll 
using sirtut (ritual guide lines), including preparation such that the tops of letters hang from those 
sirtut (claims 29, 30 and 33). Group 6 (claims 26, 3), 32, 33) relate to a method for creating a 

Jewish religious scroll in a ritual manner. 

With respect to these claims, the Examiner has also not met his burden, as the art does not 
teach or suggest Applicant's method as recited in the independent claims, and further using those 
limitations. The Examiner's rejections essentially rely upon applicant's disclosure, which as 

discussed above is impermissible. 

in fact, the non-prior art Dei'ah ve Dibur article initially cited by the Examiner is evidence 
of the difficulty of providing a method using attached crowns (Group 4). The second page indicates 
that experts can discern the difference between the writing of a scribe and a silk screen because in 
the latter some of the tagim (crowns) are detached from the letters. Applicant's method claimed in 
Group 4 overcomes that problem. Thus, if anything, Dei'ah ve Dibur, is evidence supporting 
patentability. 



IX. Conclusion 

iew of the above, a reversal of the rejections of the pending claims is respectfully 



In view 



requested. 
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X. Appendix 

1. A method for preparing a Jewish religious scroll, comprising the steps of: 

placing text of a Jewish religious scroll onto parchment with a human hand, wherein said 
parchment is kosher parchment, wherein said placement of said text is automated such that multiple 
letters are placed on said kosher parchment with a single movement of the human hand, and wherein 
said letters are placed onto said parchment such that no two letters in said scroll come into contact 
with each other. 



2. A method as claimed in claim 1 , wherein said scroll is a Torah scroll. 

3. A method as claimed in claim 1 , wherein said scroll is a Megillah scroll. 

4. A method as claimed in claim 1 , wherein said scroll is a Mezzuzah scroll. 

5. A method as claimed in claim 1 , wherein said scroll is a Tefillin scroll. 

6. A method as claimed in claim 1, further comprising the steps of creating a silk screen 
template, said silk screen template having openings therein corresponding to the text of a 
Jewish religious scroll. 

7. A method as claimed in claim 6, further comprising the step of providing ultraviolet ink onto 

said parchment through said openings. 

8. A method as claimed in claim 6, further comprising the step of providing heat sensitive ink 

onto said parchment through said openings. 

9. A method as claimed in claim 8, further comprising the step of illuminating said parchment 
to cause said ink to harden on said parchment. 

1 0. A method as claimed in claim 7, further comprising the step of illuminating said parchment 
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to cause said ink to harden on said parchment. 

11. A method as claimed in claim 6. whereto said template comprises a reproduction of a pre- 
existing Jewish religious scroll. 

12. A method as claimed in claim 1, further comprising the step of etching said parchment with 

Sirtut grid lines. 



21 . A method for preparing a Jewish religious scroll, comprising the steps of: 

(a) placing sirtut onto a parchment, wherein said parchment is kosher parchment; and, 

(b) placing the text of a Jewish religious scroll onto said parchment using a silk 
screeniDg process; 

(c) wherein said letters of said text are placed onto said kosher parchment with a human 
hand; and, 

(d) wherein said letters are placed onto said scroll so that no two letters of said scroll 

come into contact with each other* 



22. A method as claimed in claim 2 1 . wherein said letters have crowns, and wherein all of said 
letters placed onto said scroll have said crowns attached. 

23. A method as claimed in claim 2 1 , wherein said letters comprise ultraviolet ink. 

24. A method as claimed in claim 2 1 , wherein said letters comprise heat sensitive ink. 

25 . A method as claimed in claim 2 1 , wherein said letters have crowns, wherein all of said letters 
placed onto said scroll have said crowns attached, and wherein each of said letters comprise 
ink selected from the group consisting of: ultraviolet ink and heat sensitive ink. 
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26. A method as 



27. 



28. 



29. 



30. 



31. 



32. 



33. 



claimed in claim 21, further comprising the steps of reciting a blessing and 



imprinting the name of G-d on said scroll. 

A method as claimed in claim 1 , wherein said letters have crowns, and wherein all of said 
letters placed onto said scroll have said crowns attached. 

A method as claimed in claim 26, wherein said letters have crowns, and wherein all of said 
letters placed onto said scroll have said crowns attached. 

A method as claimed in claim 12, wherein the top of each letter in said scroll hangs from 
said sirtut. 

A method as claimed in claim 21 , wherein the top of each letter in said scroll hangs from 
said sirtut. 

A method as claimed in claim 1, further comprising the steps of reciting a blessing and 
imprinting the name of G-d on said scroll. 

A method as claimed in claim 29, further comprising the steps of reciting a blessing and 
imprinting the name of G-d on said scroll. 

A method as claimed in claim 21, wherein: (a) said letters have crowns, all of said letters 
placed onto said scroll having said crowns attached; (b) wherein said method comprises the 
steps of reciting a blessing and imprinting the name of G-d on said scroll; and (c) wherein 
the top of each letter in said scroll hangs from said sirtut. 
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